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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 23 March 2004 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) |HI Claim(s) 1 , 3-9, 12-17, 20-24. 27-3 1 and 34-38 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) |EI Claim(s) 1 . 3-9. 12-17. 20-24. 27-3 1 and 34-38 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 12/12/2003 (paper no. 19) has been entered. 

Response to Amendment 

2. This Office action is in response to amendment filed 3/23/2004 (paper no. 22). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1, 3-9, 12-17, 20-24, 27-31 and 34-38 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Hsiao (US PAT. 5,848,137) in view of Uchida et al. (JP 06290121A 
hereinafter Uchida) and Horiuchi et al. (US PAT. 6,272,530 hereinafter Horiuchi). 
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Regarding claim 1, Hsiao discloses a telephone with an electronic mail managing 
function capable of connecting with at least a mail server and a computer as shown in figure 1 
comprising access means (34) for accessing to the mail server (col. 4 lines 3-4 and lines 43-45), a 
mail memory (90) for storing an electronic mail which is sent to one user downloaded from the 
mail server through the access means (col. 4 lines 5-8), transmission means for transmitting the 
electronic mail stored in the mail memory to the computer (col. 4 lines 17-19), wherein the 
electronic mail managing function is provided logically between the mail server and the 
computer (col. 5 lines 26-35 and col. 7 lines 6-15). Hsiao differs from the claimed invention in 
not specifically teaching that each states stored in the status memory indicating whether or not 
the electronic mail is downloaded to each of the electronic devices from the telephone. However, 
Uchida teaches an electronic mail system to improve the receiving/transmitting operability by 
registering the attributes of reception/transmission of electronic mails, state indicating whether or 
not the electronic mail has been transmitted or received, in a register list so that the attributes of 
the electronic mail can be referred to and applied after reception/transmission of the mails 
(abstract). Therefore, it would have been obvious to a person of ordinary skill in the art at the 
time the invention was made to modify Hsiao in having each states stored in the status memory 
indicating whether or not the electronic mail is downloaded to each of the electronic devices 
from the telephone, as per teaching of Uchida, in order to improve the receiving/transmitting 
operability. Furthermore, neither Hsiao nor Uchida teaches the telephone with the electronic mail 
managing function connecting with a plurality of terminal device and having a mail status 
memory for storing each state of the electronic mail stored in the memory in order to manage the 
electronic mail based in the status of the electronic mail corresponding to each of the terminal 
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devices. However, Horiuchi teaches transmitter and receiver (101 and 103) for an electronic mail 
system capable of connecting with a plurality of terminals (figure 1 and col. 2 line 62 through 
col. 3 line 29) comprising a status memory (405) for storing each status of the electronic mail as 
shown in figure 7 and a mail managing function managing the electronic mail based on the status 
of the electronic mail corresponding to each of the terminal (col. 5 lines 12-67). By combining 
the combination of Hsiao and Uchida with Horiuchi, the electronic mail will retain in the 
memory if a user hasn't read the mail properly. Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to modify the combination 
of Hsiao and Uchida in having the electronic mail managing function integratedly managing the 
electronic mail based on the status of the electronic mail corresponding to each terminal, as per 
teaching of Horiuchi, because it improves the telephone capable of retaining the electronic mail 
when the user has not yet read the electronic mail properly. 

Regarding claim 3, Horiuchi teaches a process table for storing a process to be applied to 
the electronic mail after the electronic mail is downloaded to each of the terminal devices (figure 
7 and col. 5 lines 13-16). 

Regarding claim 4, Horiuchi teaches the process to be applied to the electronic mail 
including deleting the electronic mail and keeping the electronic mail (col. 5 lines 48-56). 

Regarding claim 5, Horiuchi teaches emergency process means (105) forjudging whether 
or not a priority is necessary based on the electronic mail received from each of the terminal 
devices (col. 6 lines 5-18). 

Regarding claim 6, Horiuchi teaches an identifier memory for storing an identifier of an 
terminal device to be connected, and permitting an access from the terminal device in case that 
the identifier coincides with the stored identifier (col. 4 lines 24-30). 
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Regarding claim 7, Hsiao teaches a mail managing method in a mail managing apparatus 
as shown in figure 1 capable of transmitting and receiving mail data to and from at least a mail 
server and a terminal device, the method comprising a reading process of reading mail which is 
sent to a user stored in the mail server (col. 4 lines 3-4 and lines 43-45), a storing process of 
storing the mail read in the reading process (col. 4 lines 5-8), a display process of displaying a 
status of the mail stored in the storing process for the terminal device (figure 3), and a 
transmitting process of transmitting the mail stored in the storing process to the terminal device 
(col. 4 lines 17-19), wherein the electronic mail managing function is provided logically between 
the mail server and the computer (col. 5 lines 26-35 and col. 7 lines 6-15). Hsiao differs from the 
claimed invention in not specifically teaching that each states stored in the status memory 
indicating whether or not the electronic mail is downloaded to each of the electronic devices 
from the telephone. However, Uchida teaches an electronic mail system to improve the 
receiving/transmitting operability by registering the attributes of reception/transmission of 
electronic mails, state indicating whether or not the electronic mail has been transmitted or 
received, in a register list so that the attributes of the electronic mail can be referred to and 
applied after reception/transmission of the mails (abstract). Therefore, it would have been 
obvious to a person of ordinary skill in the art at the time the invention was made to modify 
Hsiao in having each states stored in the status memory indicating whether or not the electronic 
mail is downloaded to each of the electronic devices from the telephone, as per teaching of 
Uchida, in order to improve the receiving/transmitting operability. Furthermore neither Hsiao nor 
Uchida specifically teaching to manage the electronic mail based in the status of the electronic 
mail corresponding to each of the terminal devices. However, Horiuchi teaches transmitter and 
receiver (101 and 103) for an electronic mail system capable of connecting with a plurality of 
terminals (figure 1 and col. 2 line 62 through col. 3 line 29) comprising a status memory (405) 
for storing each state after the electronic mail downloaded to each of the electronic devices as 
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shown in figure 7 and a mail managing function integratedly managing the electronic mail based 
on the status of the electronic mail corresponding to each of the terminal (col. 5 lines 12-67). By 
combining the combination of Hsiao and Uchida with Horiuchi, the electronic mail will retain in 
the memory if a user hasn't read the mail properly. Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to modify Hsiao in having 
the electronic mail managing function integratedly managing the electronic mail based on the 
status of the electronic mail corresponding to each terminal, as per teaching of Horiuchi, because 
it improves the telephone capable of retaining the electronic mail when the user has not yet read 
the electronic mail properly. 

Regarding claims 8-9, the limitations of the claims are rejected as the same reasons set 
forth in claim 7. 

Regarding claim 12, Horiuchi teaches process specifying means for specifying how the 
electronic mail transmitted to the terminal device should be process for each terminal device 
(col. 3 lines 30-49). 

Regarding claim 13, Hsiao teaches the electronic mail apparatus further comprising 
means for receiving the electronic mail from each terminal device and means for transmitting the 
received electronic mail to the mail server (col. 5 lines 17-25). 

Regarding claim 14, the limitations of the claim are rejected as the same reasons set forth 
in claim 5. 

Regarding claim 15, the limitations of the claim are rejected as the same reasons set forth 
in claim 6. 

Regarding claim 16, Hsiao teaches the electronic mail managing apparatus provided in a 
telephone (figure 1). 

Regarding claims 17, 24 and 31, the limitations of the claims are rejected as the same 
reasons set forth in claim 9. 
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Regarding claims 20, 27 and 34, the limitations of the claims are rejected as the same 
reasons set forth in claim 12. 

Regarding claims 21, 28 and 35, the limitations of the claims are rejected as the same 
reasons set forth in claim 13. 

Regarding claims 22, 29 and 36, the limitations of the claims are rejected as the same 
reasons set forth in claim 5. 

Regarding claim 23, 30 and 37, the limitations of the claims are rejected as the same 
reasons set forth in claim 6. 

Regarding claim 38, the limitations of the claim are rejected as the same reasons set forth 
in claim 16. 

Response to Arguments 

5. Applicant's arguments with respect to claims 1, 3-9, 12-17, 20-24, 27-31 and 34-38 have 
been considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Miyake (JP 100 11 376 A) discloses an electronic mail system to recognize a mail 
which is already read by a user in a certain terminal in another terminal as a read mail (abstract). 
Kawanaka (US PAT. 6,351,763) discloses an electronic mail system comprising a sever on a 
receiving side capable of re-transmit a saved electronic mail to a receiver in response to a status 
that the saved electronic mail has been deleted (abstract). 



7. 



Any response to this action should be mailed to: 
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Commissioner of Patents and Trademarks 
Washington D.C. 20231 
Or faxed to: 

(703) 872-9314 (for Technology Center 2600 only) 
Hand delivered responses should be brought to Crystal Park II, 2121 Crystal Drive, 
Arlington, V.A., Sixth Floor (Receptionist). 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to George Eng whose telephone number is 703-308-9555. The 
examiner can normally be reached on Tuesday to Friday from 7:30 AM to 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Curtis A. Kuntz, can be reached on (703) 305-4870. The fax phone number for the 
organization where this application or proceeding is assigned is 703-308-6306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 306-0377. 




George Eng 
Primary Examiner 
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